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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1,2,3,5,8,9,10,11,13,16 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Martin (Pat. No. 4,289,812). 

Consider claims 1, 5, 9 and 13, Martin teaches the use of synthetic resins being 
employed as protective coatings on metals (Col. 1 lines 16-20) and that some of the 
most widely used resins are DGEBA (diglycidyl ether/bisphenol-A) resins. Furthermore, 
the epoxide groups of DGEBA resin are reacted with the amine components of the 
quaternary salt. (Col. 4, lines 1-5) The diglycidyl ether may be preformed by reacting 
two molecules of epichorohydrin with one molecule of the bisphenol-A. (Col. 2 lines 5- 
30) Martin also teaches the use of DER-331 , which is a diglycidyl ether of bisphenol-A, 
which is prepared through a two-step reaction of epichorohydrin with bisphenol-A. (Col. 
9 lines 20-45) Since no cyanos are mentioned, Martin is considered to teach the use of 
cyanogens-free coatings. 

While Martin does not clearly state that the substrate is Cu-Sn, Martin does state 
that the coating may be applied to metals such as ferruginous metals (Col. 3 lines 1-5) 
and stainless steel (Col. 50 lines 30-40) and with these examples, Martin's teachings 
are considered to include Cu-Sn substrates.- Regarding claim 9, it does not specifically 
require that the substrate must be Cu-Sn. 

Additionally, the portion of claim (9) concerning, "where a substrate to be coated 
is immersed in said bath and subsequently subjected to an electrical current to obtain 
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said copper-tin coating" is considered to be a process-by-process limitation and "[even 
though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." (In re 
Thorpe, 227 USPQ 964,966). Once the Examiner provides a rationale tending to show 
that the claimed product appears to be the same or similar to that of the prior art, 
although produced by a different process, the burden shifts to applicant to come forward 
with evidence establishing an unobvious different between the claimed product and the 
prior art product (In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983), 
MPEP2113). 

Consider claims 2, 3 and 10, Martin teaches the used of the amine derivatives 
including piperazine. (Col. 19, lines 55-69 and Col. 20 lines 1-5) 

Consider claim 8 and 16, Martin teaches a solution for two DGEBA-type resins 
that are made by reactions of DER with bisphenol-A. The final mixture, which started 
with H3PO4 was neutralized to a pH of 9 with triethyamine, in addition to no cyanos 
added. (Col. 32 lines 15-39) 
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Claim Rejections • 35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 4, 7, 9, 10, 11, 12, 13, 15 and 16 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Martin (Pat. No. 4,289,812) as applied above, and 
further in view of Kaneko (Pat. No. 6,416,571 B1). 

Consider claim 4 and 12, Martin teaches the disclosed invention, including a 
glycidyl ether compound, but does not specifically teach the use of a Cu-Sn alloy to be 
plated, however Kaneko teaches the use of Cu-Sn alloy without a cyanic ion with a 
reaction product of an amine derivative and an epihalohydrin. (Abstract) Therefore, it 
would have been obvious to a person of ordinary skill in the art at the time of the 
invention to combine the coating of Martin with plating of Kaneko to be able to produce 
a coating that can impart a silver-white, gold copper color to the substrate. 

As for the molecular ratios, it would have been obvious to one having ordinary 
skill in the art at the time of the invention to adjust the molecular ratio of the 
epihalohydrin and the glycidyl ether for the intended application, since it has been held 
that discovering an optimum value of a result effective variable involves only routine skill 
in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 
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Consider claim 7 and 15, Kaneko teaches the use of methane sulfonic acid as a 
bath stabilizer. (Col. 6 lines 37-42) 

Consider claim 9, Martin teaches the use of synthetic resins being employed as 
protective coatings on metals (Col. 1 lines 16-20) and that some of the most widely 
used resins are DGEBA (diglycidyl ether/bisphenol-A) resins. Furthermore, the epoxide 
groups of DGEBA resin are reacted with the amine components of the quaternary salt. 
(Col. 4, lines 1-5) The diglycidyl ether may be preformed by reacting two molecules of 
epichorohydrin with one molecule of the bisphenol-A. (Col. 2 lines 5-30) Martin also 
teaches the use of DER-331 , which is a diglycidyl ether of bisphenol-A, which is 
prepared through a two-step reaction of epichorohydrin with bisphenol-A. (Col. 9 lines 
20-45) Since no cyanos are mentioned, Martin is considered to teach the use of 
cyanogens-free coatings. 

Kaneko teaches the coating of a Cu-Sn alloy, without a cyanic ion with a reaction 
product of an amine derivative and an epihalohydrin. (Abstract) 

Additionally, the portion of claim (9) concerning, "where a substrate to be 
coated is immersed in said bath and subsequently subjected to an electrical current to 
obtain said copper-tin coating" is considered to be a process limitation and "[even 
though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." (In re 
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Thorpe, 227 USPQ 964,966). Once the Examiner provides a rationale tending to show 
that the claimed product appears to be the same or similar to that of the prior art, 
although produced by a different process, the burden shifts to applicant to come forward 
with evidence establishing an unobvious different between the claimed product and the 
prior art product (In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983), 
MPEP2113). 

Consider claim 10 and 11, Kaneko teaches the use of piperazine as an amine 
derivative. (Col. 6 lines 1 5-20) 

Consider claim 13, Martin teaches that the diglycidyl ether may be preformed by 
reacting two molecules of epichorohydrin with one molecule of the bisphenol-A. (Col. 2 
lines 5-30) Martin also teaches the use of DER-331 , which is a diglycidyl ether of 
bisphenol-A, which is prepared through a two-step reaction of epichorohydrin with 
bisphenol-A. (Col. 9 lines 20-45) 

Consider claim 16, Martin teaches a solution for two DGEBA-type resins that 
are made by reactions of DER with bisphenol-A. The final mixture, which started with 
H 3 P0 4 was neutralized to a pH of 9 with triethyamine, in addition to no cyanos added. 
(Col. 32 lines 15-39) 

Claims 6 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Martin (Pat. No. 4,289,812) as applied above, and further in view of Bosso 
(Pat. No. 3,975,346). 

Consider claims 6 and 14, Martin teaches the claimed invention except where 
the additive (A) is a polyglycidyl ether of an adduct of ethylene glycol added with 
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epichlorohydrin. However, Bosso teaches the preference of polyglycidyl ethers 
polyphenols, which are the reaction products of bisphenol A and epichlorohydrin. (Col. 
3 lines 1-20) Additionally, Bosso teaches that the polyglycidyl ethers maybe derived 
from ethylene glycol. (Col. 3 lines 25-33) It would have been obvious to a person of 
ordinary skill in the art at the time of the invention to combine the resin coating of Martin 
with the coating of Bosso using ethylene glycol to product coatings with increased 
hydrolytic stability (Col. 1 lines 55-65) 

Claims 6 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Martin (Pat. No. 4,289,812), Bosso (Pat. No. 3,975,346) and further in view of 
Kaneko(Pat. No. 6,416,571 B1). 

Consider claims 6 and 14, Martin teaches the claimed invention except where 
in the additive (A) is a polyglycidyl ether of an adduct of ethylene glycol added with 
epichlorohydrin. However, Bosso teaches the preference of polyglycidyl ethers 
polyphenols, which are the reaction products of bisphenol A and epichlorohydrin. (Col. 
3 lines 1-20) Additionally, Bosso teaches that the polyglycidyl ethers maybe derived 
from ethylene glycol. Col. 3 lines 25-33) 

Martin does not specifically teach the alloy to be plated is an Cu-Sn alloy. 
However, Kaneko does teach a pyrophosphoric acid bath to be used in a Cu-Sn alloy 
plating without cyanic ion and containing an amine derivative. (Abstract) Therefore, it 
would have been obvious to a person of ordinary skill in the art at the time of the 
invention to combine the coating of Martin with the adduct of ethylene glycol of Bosso 
and the Cu-Sn alloy of Kaneko to provide a metal coating with increased hydrolytic 
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stability (Bosso Col. 1 lines 55-65) and to produce a coating that can impart a silver- 
white, gold copper color to the substrate. 

Claims 4 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Martin (Pat. No. 4,289,812). 

Consider claim 4 and 12, while Martin does not teach the molecular ratios of the 
applicant, it would have been obvious to one having ordinary skill in the art at the time of 
the invention to adjust the molecular ratio of the epihalohydrin and the glycidyl ether for 
the intended application, since it has been held that discovering an optimum value of a 
result effective variable involves only routine skill in the art. In re Boesch, 617 F.2d 272, 
205 USPQ 215 (CCPA 1980). 

Response to Arguments 

Applicant's arguments with respect to claims 1-16 have been considered but are 
moot in view of the new ground(s) of rejection. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gordon R. Baldwin whose telephone number is 
(571)272-5166. The examiner can normally be reached on M-F 7:45-5:15. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer McNeil can be reached on 571-272-1540. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



GRB 



JENNIFER C. MCNEIL 
SUPERVISORY PATENT EXAMINER 



